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- The MA/LING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)E] Responsive to communication(s) filed on 8/22/02 . 
2a)D This action is FINAL. 2b) [3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) H Claim(s) 1, 3-11 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) [I] Claim(s) 3^6 is/are allowed. 

6) H Claim(s) 1 and 7-11 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) !Z! The drawing(s) filed on is/are: a)|Zj accepted or b)Q ubjecled to by Lhe Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) H Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)0AII b)D Some*c)D None of: 

1.13 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) |3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) [Zl Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-152) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) Q Other: 
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DETAILED ACTION 



Double Patenting 



1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



2. Claims 1 , 7 and 9-1 1 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 1 of U.S. Patent 
No. 6347454 B1 . Although the conflicting claims are not identical, they are not 
patentably distinct from each other because both claim a laser formed mark on a 
semiconductor material such as a wafer, wherein the length of the dot (instant claims) or 
the width of the dot ('454 claim) is between 1 and 1 5 microns and the height of the dot is 
between 0.1 and 5 microns. However, the use of the mark is not disclosed. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention that since the mark is particularly taught as a dot rather than a character or 
letter a circle is presumed and the length and width measurements are both 
measurements of the diameter of the dot. Marking an ic chip would be an obvious 
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variation of the same structure on a wafer, 
including security or product management. 
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The dot can be formed for any purpose 



3. Claims 1 and 9-1 1 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 6 of U.S. Patent 
No. 6436842 B2. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because both claim a laser formed mark on a 
semiconductor material such as a wafer, wherein the length of the dot is between 1 and 
15 microns. However, the use of the mark is not disclosed and the instant claim is 
slightly broader as it does not teach film formation. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention that since the dot can be used for a variety of purposes particularly product 
management in the semiconductor industry. Marking an ic chip would be an obvious 
variation of the same structure on a wafer. The dot structure is the same whether the 
wafer comprises a film or not. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

4. Claims 1 , 7, 8, 10 and 1 1 are rejected under 35 U.SC 102(e) as being 
anticipated by O'Dell et al. (USPN 6068891). 

O'Dell teaches formation of a microdot (bump) formed by a laser wherein the dot 
has a protrusion at the center and recessed area surrounding it (figure 4B) which has a 
length of 1-30 microns and a height of .001 - .050 microns for large bumps or a length of 
0.5 to 1 microns and a height of .0005 to .040 microns for small bumps (col 2 lines 34- 
53) and a height of .010 to .080 microns (15 to 85 nm, col 5 lines 26-46). Although 
laser forming is taught, it is noted that a similarly shaped bump can be formed by any 
sufficiently controllable process . The bumps can be used for any process including 
product management (contact start/stop region to reduce friction, col 1 lines 20-24). 

5. Claims 1 and 8-1 1 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Matsumura et al. (USPN 6248973 B1). 

Matsumura teaches formation of a microdot (bump) on a wafer or integrated 
circuit (col 1 line 63 - col 2 line 8) formed by a laser (col 9 line 55 - col 10 line 14 and 
figure 7D) wherein the dot has a protrusion at the center and recessed area surrounding 
it (figure 3C, col 6 lines 7-15) which has a length of up to 15 microns (col 5 line 53 - col 
6 line 6). Although laser forming is taught (col 5 lines 43-49 and col 9 lines 1-22), it is 
noted that a similarly shaped bump can be formed by any sufficiently controllable 
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process . The bumps can be used for any process including product management (col 1 
lines 47-54). See also Matsumura claims 1,2,6 and 7. 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1, and 8-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kruger (USPN 4847183). 

Kruger teaches a dot formed on a wafer (col 1 lines 5-1 0) for product 
management (col 2 lines 1-13). The dots (33) have a length (size) of 4-25 microns (half 
the 8-25 micron pitch (col 2lines 1-13) with a preferred pitch of 10 to 25 microns (col 4 
lines 1-38). Figure 8 shows the dot (33) as a protrusion with a recessed periphery (30) 
(col 4 lines 45-60 and col 6 lines 16-25). It is noted that the method of forming the dot 
does not further limit the structure of the dot or give it different properties or a different 
shape. However, there is no disclosure of laser forming. See also Kruger claims 1 -3, 
11 and 15. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention that a similar microdot with the same the dot size, shape and structure could 
be formed by a variety of means and have the same properties. 
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8. Claims 1 , 2 and 7-1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Ota et al. (USPN 5477309). 

Ota teaches a mark formed on a semiconductor device (col 1 line 15) to form a 
circuit pattern (col 5 lines 15-25) on a wafer for product management (alignment). 
Based on the pitch size (6 microns, col 7 lines 13-15) shown in figure 1 and the width (d, 
0.75 microns, col 7 lines 25-30), the dot length is greater than 1 micron and less than 15 
microns (col 7 lines 7-15 and figure 1). The height is presumably greater than .01 
microns (10 nm) as the height is shown to be greater than the recess width (figure 3) 
which is about 0.7 microns. As shown in figure 7B, conventionally P is 6 microns long 
and the recessed area (D) is about 3 microns (D/P = Vi) making the bump 3 microns 
long (col 2 lines 1-13). The same structure may be used in the manufacture of 
semiconductors, magnetic heads and display devices (col 1 lines 10-16). Figure 1 also 
shows the dot as a protrusion with a recessed periphery. It is noted that the method of 
forming the dot does not further limit the structure of the dot or give it different properties 
or a different shape. The mark can be formed by an controllable means and comprise 
the same structure. However, there is no disclosure of how the marks are formed. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention that the method of forming the dot does not further limit the dot structure or 
use. As the same dot could be used for alignment of magnetic heads (Ota, col 1 lines 
10-16), a similar process is also presumed. Laser processing would provide precise 
controlled formation of bumps having fine dimensions, geometrically configured for 
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optimum optical characteristics to facilitate light detection for alignment (Ota, col 3 line 
53 -col 4 line 38). 

Allowable Subject Matter 

9. Claims 3-6 are allowed. 

10. The following is an examiner's statement of reasons for allowance: The prior art 
teaches parts of the method such as mask and energy density (Ichiyama, USPN 
4613842) or the crystal mask, homogenizer and lenses (James, 5463200). However, 
there is no disclosure of a combination of a homogenized beam through a liquid crystal 
mask at the particular split beam energy density to form the dot. By using these precise 
parameters dot size, shape and pitch can be controlled. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 



Response to Arguments 

1 1 . Regarding applicant's argument that the assignee is different, there is no 
indication that the instant application is not owned by Komatsu as is patent 6437454. 
Neither does the '454 patent teach a vehicle bed edge manufacturing process. It is 
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noted that the '454 patent is subject to a terminal disclaimer which changes the patent 
term, i.e. the patent term may not be twenty years from the '454 filing date. 

Therefore the obviousness double patenting rejection of claims 1 , 7 and 9-1 1 as 
obvious over claim 1 of USPN 6437454 stands. 

12. Regarding applicant's argument that the patent term would not be changed and 
both would extend twenty years from their filing dates, it is noted that the '842 patent is 
subject to a terminal disclaimer which changes the patent term, i.e. the patent term may 
not be twenty years from the £ 842 filing date. 

Therefore the obviousness double patenting rejection of claims 1 and 9-11 as 
obvious over claim 6 of USPN 6436842 stands. 

13. Regarding applicant's argument that O'Dell does not teach that the bump is on a 
wafer, the recitation "a wafer" has not been given patentable weight because the 
recitation occurs in the preamble. A preamble is generally not accorded any patentable 
weight where it merely recites the purpose of a process or the intended use of a 
structure, and where the body of the claim does not depend on the preamble for 
completeness but, instead, the process steps or structural limitations are able to stand 
alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 
187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

The claim is directed to a microdot mark shape having a particular shape and 
particular dimensions. It is noted that instant claims 1,7,8,10 and 1 1 are not method 
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claims. Although the bumps are formed by a laser under particular conditions they 
could be formed with the same structure under different conditions. Although the 
reference teaches that the bumps should be smooth (column, 1 lines 37-43), the 
reference teaches the instant claim dimensions. The bump has a protrusion at the 
center and recessed area surrounding it (figure 4B) which has a length of 1-30 microns 
and a height of .001 - .050 microns for large bumps or a length of 0.5 to 1 microns and a 
height of .0005 to .040 microns for small bumps (col 2 lines 34-53) and a height of .010 
to .080 microns (1 5 to 85 nm, col 5 lines 26-46). Although readability and visibility are 
not discussed in the reference, the bump dimension and shape limitations are met. 
Presumably, these limitations create a readable bump. 

14. In response to applicant's argument that the O'Dell reference does not teach a 
bump with high visibility (for product management or various securities), a recitation of 
the intended use ot the claimed invention must result in a structural difference between 
the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. In a claim drawn to a process of making, the 
intended use must result in a manipulative difference as compared to the prior art. See 
In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). 

Therefore the 102 rejection of claims 1, 7, 8, 10 and 1 1 as anticipated by O'Dell 
stands. 
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1 5. It is noted that the method of forming the bump does not further limit the bump 
structure. Regarding applicant's argument that the Kruger structure does not teach the 
peculiar shape of the instant claims, see figure 8, which shows a protrusion or raised 
area (35) the top of which is shown at 33. Surrounding the protrusions (35) are 
peripheral surrounding areas, which do not protrude up from the wafer surface (30). As 
the dot has the claimed shape and dimension limitations, which are presumed to 
provide excellent visibility, the Kruger dot is presumed to also have excellent visibility. 
Kruger teaches a dot formed on a wafer (col 1 lines 5-10) for product management (col 
2 lines 1-13). The dots (33) have a length (size) of 4-25 microns (half the 8-25 micron 
pitch (col 2lines 1-13) with a preferred pitch of 10 to 25 microns (col 4 lines 1-38). 

Therefore the 103 rejection of claims 1 and 8-1 1 as obvious over Kruger stands. 

16 Regarding applicant's argument that Ota does not teach a dot, see figures 1-3, 
which show dot 2. Therefore the 103 rejection of claims 1 and 7-1 1 as obvious over Ota 
stands. 



Conclusion 

17. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Haddock et al. (USPN 4818852, dot structure and dimensions), 
Chiba (US 2003/001 5806 A1 ), Casner et al. (USPN 3623603), Chiba (US 
2001/0006399 A1), Murokh (USPN 6429889 B1), Tanaka et al. (USPN 6160603, mask 





Application/Control Number: 09/576,681 



Page 1 1 



Art Unit: 1725 

and pixels), Samsavar et al. (USPN 6267005 B1, identical bump shape, structure, 
dimension on disk), Baumgart et al. (USPN 5981903, 5 micron dot), Chiba et al. (USPN 
6144397), Takehisa et al. (JPN 06-226472 A) and Takehisa et al. (JPN 06-7971 A). 

18. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lynne Edmondson whose telephone number is (703) 
306-5699. The examiner can normally be reached on M-F from 7-4 with alternate 
Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dunn can be reached on (703) 308-3318. The fax phone numbers for 
the organization where this application or proceeding is assigned are (703) 305-7718 for 
regular communications and (703) 305-71 1 5 for After Final communications. 

Any inquiry of a genera! nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0651. 




Lynne Edmondson 
Examiner 
Art Unit 1725 



LRE 

April 28, 2003 



